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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Charles Abraham 

Title: METHOD AND APPARATUS FOR RECEIVING A GLOBAL POSITIONING 
SYSTEM SIGNAL USING CELLULAR ACQUISITION SIGNAL 



Alexandria, VA 22313-1450 

We are transmitting herewith the attached: 
X Issue Fee Transmittal (Form PTOL-85). 

X Request to Apply Previously Paid Issue Fee and Publication Fee. 
X Decision Granting the Petition to Withdraw dated August 1 2. 2005. 

Please charge any additional required fees for the Issue Fee Payment and Publication Fee 
Payment or credit overpayment to Deposit Account No. 50-3S62. 



Docket No.: GLBL022 
Filed: November 6, 2001 
Examiner: Gregory C. Issing 



Serial No.: 09/993.335 
Due Date: December 6, 2005 
Group Art Unit: 3662 
Confirmation No.: 5693 



Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 



Notice of 
Allowance Date: 

September 6, 2005 




Oulian F. Santos 
Reg. No. 47,917 
(732)935-7100 
Moser IP Law Group 
1 040 Broad Street 
2nd Floor 

Shrewsbury, New Jersey 07702 
Attorney for Applicant 





Kerry .Inhnsftfl 

Name 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Global Locate, Inc. Examiner: Gregory C. Issing 

Serial No.: 09/993,335 Group Art Unit 3662 

Filed: November 6, 2001 Docket No.: GLBL022 

Title: METHOD AND APPARATUS FOR RECEIVING A GLOBAL 

POSITIONING SYSTEM SIGNAL USING CELLULAR ACQUISITION 

SIGNAL 



REQUEST TO APPLY PREVIOUS PAID ISSUE FEE AND PU BLICATION FEE 

Mail Stop ISSUE FEE 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 2231 3-1 450 

The Applicants respectfully request that the Commissioner for Patents apply the 
issue and publication fees previously paid on August 5, 2005 in response to a Notice of 
Allowance mailed May 9, 2005 towards like fees in the present response to a Notice of 
Allowance mailed September 6, 2005. 

With respect to the issue and publication fees previously paid on August 5, 2005, 
the Applicants filed a petition under 37 CFR 1 .313(cX2) on August 1 1 , 2005 to request 
withdrawal of the above-identified application from issue after payment of the issue and 
publication fees. As set forth in a Decision mailed on August 12, 2005, the United 
States Patent and Office ("Office") granted the petition. The Office also noted that the 
issue and publication fees paid on August 5, 2005 may be applied towards an issue and 
publication fees required for a response to a new Notice of Allowance. 



19077-1 



PAGE 2/7* RCVD AT 12/6/2005 2:43:00 PM [Eastern Standard Time] 1 SVR:USPTO-£FXRF-6/31 * DNISOT85* CSID:73293571 22* DURATION (mm-ss):02-08 



12/08/2005 14:44 FAX 7329357122 



MOSER IP LAW GROUP, LLC 



@] 003/007 



On September 6, 2005, the Office mailed a new Notice of Allowance. Therefore, 
the Applicants submit that the issue and publication fees should be applied towards the 
issue and publications fees requried for a response to the Notice of Allowance mailed 
September 6, 2005. 

Please charge any additional required fees for the Issue Fee Payment or 
Publication Fee Payment and credit overpayment to Deposit Account No, 50-3562. 

This request is being submitted with the new Issue Fee Transmittal Form 
PTOL-85B, along with a copy of the above-identified decision granting the petition to 



CERTIFICATE UNDER 37 CFR 1.B: The undersigned hereby certifies that this correspondence is being deposited 
either via facsimile or with the United States Postal Service with sufficient postage as first class mail, in an envelope 
addressed to: Commissioner for Patents. Attn - MAIL STOP ISSUE FEE, P.O.Box 1450, Alexandria, VA 2231^- 
1 dsn ftn rhis 06 day of December. 2005. t / A 



withdraw. 




Respectfully submitted, 



Reg. No. 47,917 

(732) 935-7100 
Moser IP Law Group 
1 040 Broad Street 
2nd Floor 

Shrewsbury, New Jersey 07702 
Attorney for Applicant 



Name 



Kerry Johnson 
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Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 

P.O, Box 1450 
Alexandria, VA 22313*1450 

vwwr.iupta.gov 



RAYMOND R. MOSER JR., 
MOSER IP LAW GROUP 
1040 BROAD STREET 
2 nd FLOOR 

SHREWSBURY NJ 07702 



In re Application of 
Charles Abraham 
Application No. 09/993,335 
Filed: November 6, 2001 
Attorney Docket No. GLBL/022 



COPY MAILED 

AUG 1 2 Z0D5 

OfflCEOFPEmiONS 



ON PETITION 



This is a decision on the petition, filed August 11, 2005, under 37 CFR 1.313(c)(2) to 
withdraw the above-identified application from issue after payment of the issue fee. This is 
also a decision on the petition under 37 CFR 1 .78(a)(3), filed August 1 1 f 2005, to accept an 
unintentionally delayed claim under 35 ILS.C. § 120 for the benefit of priority to prior-filed 
nonprovisional Application No. 09/715,860, filed November 17, 2000. 

The petition is GRANTED. 

The abdve-identified application is withdrawn from issue for consideration of a submission 
under 37 CFR 1.114 (request for continued examination). See 37 CFR 1.31 3{c)(2L 

Petitioner. Is advised that the issue fee paid on August 9, 2005 In the above^dentrf led 
application cannot be refunded. If, however; the above-identified application Is again 
allowed, petitioner may request that ft be applied towards the issue fee required by the new 
Notice of Allowance r 1 ' 



As to the petition under 37 CFR 1 .78(a)(3): 
The petition is DISMISSED . 

A petition for acceptance of a claim for late priority under 37 CFR 1 .78(a)(3) is only applicable to 
those applications filed on oir after November 29, 2000. Further, the petition is appropriate only 
after the expiration of the period specified in 37 CFR 1 J8(a)(2)(ii). In addition, the petition under 



1 The request to apply the issue fee to the new Notice may be satisfied by 
completing and returning the new Issue Fee Transmittal Form PTOL-85{b), which 
includes the following language thereon: "Commissioner for Patents is requested to 
apply the Issue Fee and Publication Fee (if any) or re-apply any previously paid issue 
fee to the application identified above." Petitioner is advised that, whether a fee is 
indicated as being due or not, the Issue Fee Transmittal Form must be completed 
and timely submitted to avoid abandonment. Note the language in bold text on the 
first page of the Notice of Allowance and Fee{s) Due (PTOL-85). 
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Application No. 09/993,335 Page 2 

37 CFR 1 .78(a)(3) must be accompanied by: 

(1) the reference required by 35 U.S.C. § 1 20 and 37 CFR 

l,78(a)(2)(i) of the prior-filed application^), unless previously 
submitted; 

(2) the surcharge set forth in § 1 , 1 7(t); and 

(3) a statement that the entire delay between the date the claim was 
due under 37 CFR 1 .78(a)(2)(h) and the date the claim was filed 
was unintentional. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional. 

The instant petition does not comply with item (1) above. 

A reference to add the above-noted, prior-filed applications on page one following the first , 
sentence of the specification has been included in a concurrently filed amendment. However,, the 
amendment is not acceptable as drafted since it improperly incorporates by reference the prior-filed 
applications Petitioners attention is directed to Dart industries v. Banner. 636 F.2d 684, 207 
USPQ 273 (CAD.C. 1980), where the court drew a distinction between a permissible 35 U.S.C. § 
120 statement and the impermissible introduction of new matter by way of incorporation by 
reference in a 35 U.S.C. § 120 statement. The court specifically stated: 

Section 120 merely provides a mechanism whereby an application becomes 
entitled to benefit of the filing date of an earlier application disclosing the 
same subject matter. Common subject matter must be disclosed, in both 
applications, either specifically or \>y an express incoiporation-by-reference of 
prior disclosed subject matter. Nothing in section 120 itself operates to cany 
forward any disclosure from an earlier application. In re deSeverskv. supra at 
674, 1 77 USPQ at 1 46-1 47. Section 1 20 contains no magical 
disclosure-augmenting powers able to pierce new matter barriers. It cannot, 
therefore, "limit" the absolute and express prohibition against new matter 
contained in section 25 1 . 

In order for the incorporation by reference statement to be effective as a proper safeguard against 
the omission of a portion of a prior application, the incorporation by reference statement must be 
included in the specification-as-filed, or in an amendment specifically referred to in an oath or 
declaration executing the application. See In re deSeverskY- supra. Note alsd MPEP 201 .06(c). 

Accordingly, before the petition under 37 CFR 1 .78(a)(3) can be granted, a substitute amendment 2 
deleting the incorporation by reference statement for Application No. 09/715,860, along with a 
renewed petition under 37 CFR 1.78(a)(3), is required. 

Further correspondence with respect to this matter should be addressed as follows: 

By mailt Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 



2 Note 37 CFR 1 .121 
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By hand: 



Customer Window located at: 



Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



By fax: 



(571)273-8300 

ATTN: Office of Petitions 



Telephone inquiries concerning this decision should be directed to the undersigned at (571) 272- 
3208. 



Karen Creasy . ^^X. 
Petitions Examiner & 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 
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